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I. Real Party in Interest 

The real party in interest is Hewlett-Packard Development Company, LP, a limited 
pirtnetkhip established under the laws of the State of Texas and having a principal place of 
b isinels at 20555 S.H. 249 Houston, TX 77070, U.S.A. (hereinafter "HPDC"). HPDC is a 
1 >xas [limited partnership and is a wholly-owned affiliate of Hewlett-Packard Company, a 
I elawkre Corporation, headquartered in Palo Alto, CA The general or managing partner of 
qPDqis HPQ Holdings, LLC. 

II. Related Appeals and Interferences 

There are no known related appeals or interferences that will affect or be affected by a 
dbcisiAn in this Appeal. 



III. Status of Claims 

Claims 1-8 and 10-28 stand finally rejected. No claims have been allowed. The final 
>jecti}}ns of claims 1-8 and 10-28 are appealed. 

"\ 

^ IV. Status of Amendments 

This application was originally filed on November 13, 2001, with twenty-seven (27) 
JiaimJ. In a Response filed September 15, 2005, Applicant amended claims 1, 10, 14, 18, 23, 
Jpd 2f; canceled claim 9; and added claim 28. The claims in the attached Claims Appendix 
flec| the present state of Applicant's claims. 
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V. Summary of Claimed Sub ject Matter 

The claimed inventions are summarized below with reference numerals and 
rffererlces to the written description ("specification") and drawings. The subject matter 
iscri! ed in the following appears in the original disclosure at least where indicated, and may 
f J rthej appear in other places within the original disclosure. 

Embodiments according to independent claim 1 describe a method comprising 
ceivjng (FIG. 1, arrow between item 108 and item 106), via at least one network service 
d|fIG. p, 1 66), imaging data that is to be included in a booklet. The method further comprises 
g (FIG. 9, 906), via the at least one network service (FIG. 2, 166), user input for 
i icorj orating the imaging data into the booklet and building (FIG. 9, 908), via the at least one 
i etwo :k service (FIG. 2, 166), a booklet incorporating imaging data in accordance with the 
i Jser i: iput. The method further comprises printing (FIG. 9, 910) the booklet on a network- 
flfccesflible printer designated by user input. Applicant's specification , page 4, lines 11-19; 
flages 8-11, lines 1-11; page 12, lines 1 1-18, and page 19, lines 23-35. 

Embodiments according to independent claim 10 describe one or more computer- 
; badal >le media having stored thereon computer-readable instructions which, when executed 
' y on 5 or more processors (FIG. 10, 1002), cause the processors (FIG. 10, 1002) to send 
ontei it to a client device (FIG. 3, 202) for execution by a client browser (FIG 3, 204), the 
onte it enabling the client device (FIG. 3, 202) to display a user interface (FIG. 4, 240) that 
cor figured to enable a user to select imaging data for use in building a booklet. Page 11, 
mes 13-15. The content is further enabled to provide, over a network (FIG. 2, 158), a user 
election of imaging data for use in building the booklet, page 11, lines 18-19, and provide, 
■ver me network (FIG. 2, 158), user input for incorporating the imaging data into the booklet, 
age 12, lines 23-24. The content is further enabled to provide, over the network (FIG. 2, 
58), user input for designating a network location for printing the booklet. Page 19, lines 



PACE 4/32 » RCVD AT 6/512006 1 :59:08 PM [Eastern Daylight Time] 1 SVR:USPTOEFXRF-2/12 * DNISOTOO * CSID:7709510933 * DURATION (mm-ss):09-28 



96/85/2006 14:06 



7709510933 



THOMAS, KAYDEN 



PAGE 



^. Ap plicant's specification , page 4, lines 11-19; pages 8-11, lines 1-11; page 12, lines 
18, page 19, lines 23-35, and pages 23-25, lines 20-14. 

Embodiments according to independent claim 14 describe a method comprising 
cfusin i, via at least one Web service (FIG. 3, 220), a user interface to be presented on a client 
the user interface (FIG. 4, 240) being configured to enable a user to select imaging 
Jkta fclr use in making a booklet. Page 7, lines 18-25 and page 1 1, lines 1-10. The method 
f rtheJ comprises receiving (FIG. 9, 906), via the at least one Web service (FIG, 3, 220), a 
i jer selection of imaging data and receiving , page 11, lines 13-15, via the at least one Web 
*vic| (FIG. 3, 220), user input for incorporating the imaging data into a booklet. The 
x tethojl further comprises building (FIG. 9, 908), via the at least one Web service (FIG. 3, 
: 20), I booklet incorporating imaging data received from the user input and printing (FIG. 9, 
5 10), Ida the at least one Web service (FIG. 3, 220), the booklet on a Web-accessible printer 
?IG. fe, 224) designated by the user. A pplicant's specification , page 4, lines 11-19; pages 8- 
l,lir|es 1-11; page 12, lines 11-18, and page 19, lines 23-35. 

Embodiments according to independent claim 18 describe a method comprising 
?ceiv|ng, page 1 1, lines 13-15, via at least one Web service (FIG. 3, 220), a user selection of 
j nagi; ig data that is to be used to build a booklet. The method further comprises receiving 
i ?IG. b, 906), via the at least one Web service (FIG. 3, 220), user input for incorporating the 
; nagilg data into the booklet and receiving, via the at least one Web service (FIG. 3, 220), 
' ser input for designating a network device (FIG. 3, 224) for printing the booklet. Page 19, 
nes {3-25. The method further comprises building (FIG. 9, 908), via the at least one Web 
(FIG. 3, 220), a booklet incorporating imaging data received from the user input. 



: ervn 
ippl; 



nd p Lge 1 9, lines 23-35. 



;ant's specification ^ page 4, lines 11-19; pages 8-11, lines 1-11; page 12, lines 11-18, 
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[Embodiments according to independent claim 22 describe one or more computer- 
r£dab|e media having stored thereon computer-readable instructions which, when executed 
bU one or more processors (FIG. 10, 1002), cause the processors (FIG. 10, 1002) to receive, 
Pp e 1L lines 13-15, via at least one Web service (FIG. 3, 220), a user selection of imaging 
d ta th it is to be used to build a booklet. The processors are further caused to receive (FIG. 

906 \ 9 via the at least one Web service (FIG. 3, 220), user input for incorporating the 
u|iagiHg data into the booklet and receive, page 19, lines 23-25, via the at least one Web 
s rvicc (FIG. 3, 220), user input for designating a network device (FIG. 3, 224) for printing 
tl e bo< klet. The processors are further caused to build (FIG. 9, 908), via the at least one Web 
s rvict (FIG. 3, 220) a booklet incorporating imaging data received from the user input. 
I jptk mVs specification, page 4, lines 11-19; pages 8-ll 7 lines 1-11; page 12, lines 11-18, 



p|ge 1^, lines 23-35; and pages 23-25, lines 20-14. 

Embodiments according to independent claim 23 describe a booklet-making method 
c|mprjsing browsing (FIG. 9, 904) to a Web-accessible booklet-making service (FIG. 3, 
2f 0). The method further comprises specifying to the Web-accessible booklet-making 
sffirvica (FIG. 3, 220) imaging data that is to be used to make a booklet and how that imaging 
d tta is to be used. (FIG. 9, 906; page 11, lines 18-19; and page 12, lines 23-24). The method 
fj|rtheij comprises constructing (FIG. 9, 908), via the Web-accessible booklet-making service 
(KlG. |, 220), a booklet incorporating the imaging data and forwarding, page 10, lines 18-21, 
f|bm the Web-accessible booklet-making service (FIG. 3, 220), the booklet to a network 
p inter (FIG. 3, 224) designated by a user. 

Embodiments according to independent claim 25 describe a web service comprising 
nfleans (FIG. 5, 266), operably associated with the Web, for enabling a user to specify one or 
djjore ' Veb-accessible documents for use in building a booklet. The web service further 
comprises means, operably (FIG. 6, 278) associated with the Web, for enabling the user to 
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S] ecif) 



e: ablii g the user to designate a network printer for printing the booklet. The web service 
fi rthe J comprises means (FIG. 10, 1000), operably associated with the Web, for building the 
. Applicant's specification ^ page 4, lines 11-19; pages 8-11, lines 1-11; page 12, lines 



one or more pages from the one or more documents and where the one or more pages 



11 re iide in the booklet and means (FIG. 4, 240), operably associated with the Web, for 



okle 
-18, 



page 19, lines 23-35, and pages 23-25, lines 20-14. 



VI. Grounds of Rejection to be Reviewed on Appeal 
iThe following grounds of rejections are to be reviewed on appeal: 

jClaims 1-8 and 10-28 have been rejected under 35 U.S.C. § 102(b) as allegedly being 
u|pate|itable by Gottfreid (U.S. Patent No. 6,076,076). 

VII* Arguments 

The Appellant respectfully submits that Applicant's claims 1-8 and 10-28 are 
tentible under 35 U.S.C § 102. The Appellant respectfully requests that the Board of 
Pjltent [Appeals overturn the final rejection of those claims at least for the reasons discussed 
bjftlowJ 

Claim Rejections - 35 U.S.C. § 102(b) 

Claims 1-8 and 10-28 have been rejected under 35 U.S.C. § 102(b) as being anticipated 
b| Gofyfreid (U.S. Patent No. 6,076,076). Applicant respectfully traverses this rejection. 

It is axiomatic that M [anticipation requires the disclosure in a single prior art reference of 
e eh eminent of the claim under consideration, 11 W. L> Gore & Associates, Inc, v. GarlocK lnc. y 
7|1 Rid 1540, 1554, 220 USPQ 303, 313 (Fed. Cir. 1983). Therefore, every claimed feature of 
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d n 



tt 3 clajbrned invention must be represented m the applied reference to constitute a proper 
r|ectk|n under 35 U.S.C. § 102(b). 

In the present case, not every feature of the claimed invention is represented in the 
Gjjb^dk'rf reference. Applicant discusses the Gottfreid disclosure and Applicant's claims in the 
fiflowfig. 

1. The Gottfreid Disclosure 

Gottfreid discloses a system and method for providing prepaid printing services using 
emop computer 12 operated by a user and a host computer 14, where the host computer 14 
tij|nsfers application software and printer drivers to the remote computer 12 which installs a 
pjfepaid print card (PPC) option on a printer menu of the remote computer 12. See cols. 4-5, 
li ies 6p-8. Accordingly, for a document that "has already been composed on the computer 
11," "^election of the option 22 [which is the PPC option] in FIG. 3 brings up the screen 
ifcstrdked in FIG. 4, which has selection criteria 25." Col. 5, lines 9-13. After selection 
c iterie has been selected, such as "paper size, number of copies, orientation," etc., then a 
p Lnt f review option 27 may also be selected. Then, after a send option 33, 36, 41 is 
a tivat 3d, "various other computer and/or data bases may be utilized to process the 
h fonnition for debiting, invoicing, pricing, document composition, and the like. For 
e, "computer 12 utilizes a transport layer, such as e-mail, to electronically transfer the 
der lb the host 14." Col. 5, lines 25-37. Then, a loading station 51 depending upon the 
oj|der ijiformation transmitted either selects a sheet plant 52 or a web plant 53 for imaging the 
ts to be printed. "If the sheet plant 52 is selected, then the order passes through a 
twoijk server or servers 54 which then effect appropriate imaging of documents, such as by 
ffereht types of electronic imaging stations as illustrated schematically at 55 and 56 in FIG. 
1 [' Q>1 6, lines 20-30. "If a web plant 53 is selected, the document will be further 



e|amp 
o 



cum 
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ictroiically composed at a composition station computer 65, which through various 
s- querying programs, orders, outputs, and in position 66 communicates with a computer to 
p ate h aage setter 67 to produce a printing plate 68 (e.g. an offset plate). This is used with a 
nverjtional printing press 69 to image documents." The final documents imaged, either at 



; 56 

line 



or 69, axe sent to a shipping station, as illustrated schematically at 71 in FIG. 1. Col 
42-51. 



j 2. Applicant's Claims 

Pritchard fails to teach several of Applicant's claim hmitations. Applicant discusses 
s<jjme o f those claim limitations in the following. 

a. Claims 1-8 and 28 

Applicant's independent claim 1 provides as follows (emphasis added): 
A method comprising: 

receiving, via at least one network service, imaging data that is to be 
included in a booklet; 

receiving, via said at least one network service, user input for 
incorporating the imaging data into the booklet; 

building, via said at least one network service, a booklet 
incorporating imaging data in accordance with said user input; and 

printing the booklet on a network-accessible printer designated by 
user input. 

Accordingly, with respect to the above teachings of Gottfreid, the claimed features of 
,r |bcei\|ng, via at least one network service , imaging data that is to be included in a booklet," 
"} xei\ ing, via said at least one network service , user input for incorporating the imaging data 
ii to th > booklet," and "building, via said at least one network service , a booklet incorporating 
ii tagin^ data in accordance with said user input," are not taught or suggested by Gottfreid, 
si ice i jottfreid diversely teaches that a remote computer 12 operated by a user-which is 



xiote 



from network servers 54 and host computer 14--perfoxms one or more of the above 



PAGE 9/32* RCVD AT 6/5/2006 1:59:08 PM [Eastern Daylight Time] * SVR:USPTQ-EFXRF-2/12* DNIS:2738300 * CSID:7709510933 * DURATION (mm-ss):09-28 



06/05/2006 14:06 



7709519933 



THOMAS, KAYDEN 



PAGE 



f« itures. As such, the remote computer 12 is not a network server and does not provide 
nj twor <: services. Rather, it appears to be a client machine of a user. For at least these 
ison|, Gottfreid does not anticipate claim 1. 

Additionally, Gottfreid fails to teach or suggest "printing the booklet on a network- 
essjfole printer designated by user input, 1 ' as recited in the claim. As described above, 
rtfrmd discloses that a user is unable to designate a network-accessible printer to be used 
prinjfing a booklet. Rather, the user activates a print option which activates software that 
ilitaftes preparation of a print order, where a loading station 52 later determines whether a 
eet pliant 52 or a web plant 53 is used to image Uxe documents to be printed. For at least 
tt is re; son, Gottfreid fails to teach or suggest "printing the booklet on a network-accessible 
nter designated by user input." Accordingly, Gottfreid does not anticipate claim 1 for at 
l^st ti is additional reason. 

J Accordingly, claim 1 and claims 2-8 and 28 (which depend from claim 1 1) are allowable 
rttfreid) for at least that reason. 

Regarding the Advisory Action, it iterates that "Gottfreid states that the 'host computer 
typifcally provides central banker, verification, and order status functions, and may provide 
fc r del iting of the prepaid print card PPC) 10 or diskette 11/ These functions of the host 
er 14 can be considered as 'services', therefore the host computer 14 can be considered 
a network service, as currently recited in the claim language." Advisory Action, page 2. 
r thd sake of argument, if the above statements are assumed to be accurate, Gottfreid still 
Js tcJ teach or suggest a network service that provides imaging data, provides user input, 
afld bu Ids a booklet in a manner described in claim 1 . 

The Advisory Action also states with regard to Gottfreid that "the user selects assorted 
teriaj which are included in the print job, as seen m Fig. 4. This selection criteria is used to 
sign; ,te which printing device is used to print the job (either a web printer or a sheet 



U L LLC I. 

ijmpu 
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ftnterj. Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
aitwoijc accessible printer designated by user input" Advisory Action, page 2. Applicant 
r<ftspec|fully submits that the use of selection criteria to designate a printing device by 
xrthdr entity other than the user is not the same as a user designating a printing 
d||vice| in a manner described in claim 1 . 

For at least these reasons, the rejections should be withdrawn. 

b. Claims 10-13 

Applicant's independent claim 10 provides as follows (emphasis added): 

One or more computer-readable media having stored thereon 
computer-readable instructions which, when executed by one or more 
processors, cause the processors to: 

send content to a client device for execution by a client browser, said 
content enabling the client device to: 

display a user interface that is configured to enable a user to select 
imaging data for use in building a booklet; 

provide, over a network, a user selection of imaging data for use in 
building the booklet; 

provide, over the network, user input for incorporating the imaging 
data into the booklet; and 

provide, over the network, user input for designating a network 
location for printing the booklet. 

Applicants respectfully submit that independent claim 10 is allowable for at least the 
r#Lson that Gottfreid does not disclose, teach, or suggest at least "provide, over the network, 
uder iAput for designating a network location for printing the booklet/' as recited and 
ef iphajpized above in claim 10. 

Rather, Gottfreid discloses at most a system for providing prepaid printing services 
ufjing \ remote computer 12 operated by a user and a host computer 14, where the host 
computer 14 transfers application software and printer drivers to the remote computer 12 
uilhich nstalls a prepaid print card (PPC) option on a printer menu of the remote computer 12. 
5|}e co s. 4-5, lines 65-8. Accordingly, for a document that "has already been composed on 

10 
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computer 12," "selection of the option 22 [which is the PPC option] in FIG. 3 brings up 
screen illustrated in FIG. 4, which has selection criteria 25." Col. 5, lines 9-13. After 
iectic n criteria has been selected, such as "paper size, number of copies, orientation," etc., 
m a 3rint preview option 27 may also be selected. Then, after a send option 33, 36, 41 is 
a< tivat :d, "various other computer and/or data bases may be utilized to process the 
ir form ition for debiting, invoicing, pricing, document composition, and the like. For 
e, "computer 12 utilizes a transport layer, such as e-mail, to electronicjilly transfer the 
oj ier tp the host 14." Col. 5, lines 25-37. Then, a loading station 51 depending upon the 
o: ier i: lformation transmitted either selects a sheet plant 52 or a web plant 53 for imaging the 
d cum xnts to be printed. "If the sheet plant 52 is selected, then the order passes through a 
n twoi c server or servers 54 which then effect appropriate imaging of documents, such as by 
d Tfere it types of electronic imaging stations as illustrated schematically at 55 and 56 in FIG. 
C A. 6, lines 20-30. "If a web plant 53 is selected, the document will be further 
sctroiically composed at a composition station computer 65, which through various 
s< qpien sing programs, orders, outputs, and in position 66 communicates with a computer to 
ite image setter 67 to produce a printing plate 68 (e.g. an offset plate). This is used with a 
c< nveijtional printing press 69 to image documents." The final documents imaged, either at 
, 56 J or 69, are sent to a shipping station, as illustrated schematically at 71 in FIG. L Col. 
line J 42-5 L 

Accordingly, with respect to the above teachings of Gottfreid y the claimed features to 
2nd < ontent to a client device for execution by a client browser, said content enabling the 
ent levice to: . . are not taught or suggested by Gottfreid, since Gottfreid diversely 
that application software and printer drivers are installed in a remote computer 12 to 
rfon y operations associated with composing imaging documents. As such, a client browser 



11 
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c f the remote computer 12 is not executing these operations. For at least these reasons, 
( ottfrpd does not anticipate claim 10. 

Additionally, Gottfreid fails to teach or suggest to "provide, over the network, user 
put for designating a network location for printing the booklet," as recited in the claim. As 
d 5scri|ed above, Gottfreid discloses that a user is unable to designate a network-accessible 
p inten to be used in printing a booklet. Rather, the user activates a print option which 
a tival 3s software that facilitates preparation of a print order, where a loading station 52 later 
tenr ines whether a sheet plant 52 or a web plant 53 is used to image the documents to be 
pjfintec .. For at least this reason, Gottfreid fails to teach or suggest to "provide, over the 
twoik, user input for designating a network location for printing the booklet" 
/flzcon ingly, Gottfreid does not anticipate claim 10 for at least this additional reason. 

Accordingly, claim 10 and claims 11-13 (which depend from claim 10) are allowable 
er G ottfreid, for at least that reason. 

Regarding the Advisory Action, it iterates that "the user selects assorted criteria which 
a|e inc luded in the print job, as seen in Fig. 4. This selection criteria is used to designate 
\* lich printing device is used to print the job (either a web printer or a sheet printer). 
1 leref :>re, Gottfreid can be interpreted as teaching of printing the booklet on a network 
a cess: ble printer designated by user input." Advisory Action, page 2. Applicant respectfully 
bmit s that the use of selection criteria to designate a printing device by another entity other 
t|an tie user is not the same as user input designating a network location for printing a 
b >okk t in a manner as described in claim 10. 

The Advisory Action further states that '"the application and printer drivers are 
d|>wnl|aded from the host 14 to the remote computer 12/ This downloaded material can be 
>nsidfered as "content", which is sent to a client device for execution by a client browser." 
F >r th« sake of argument, if the above statements are assumed to be accurate, Gottfreid still 
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Is tj teach or suggest content execution by a client browser that enables a client device to 
rfoijn the display the user interface operation, provide a user selection of imaging data 
erat on, provide user input for incorporating the imaging data operation, and provide user 
put |>r designating a network location operation in a manner described in claim 10. 
For at least these reasons, the rejections should be withdrawn. 

c. Claims 14-17 

Applicant's independent claim 14 provides as follows (emphasis added): 
A method comprising: 

causing, via at least one Web service, a user interface to be presented 
on a client device, the user interface being configured to enable a user to 
select imaging data for use in making a booklet; 

receiving, via said at least one Web service, a user selection of 
imaging data; 

receiving, via said at least one Web service, user input for 
incorporating the imaging data into a booklet; 

building, via said at least one Web service, a booklet incorporating 
imaging data received from said user input; and 

printing, via said at least one Web service, the booklet on a Web~ 
accessible printer designated by the user. 

Applicants respectfully submit that independent claim 14 is allowable for at least the 
r&sonlthat Gottfreid does not disclose, teach, or suggest at least the feature of "receiving, via 
id at least one Web service, a user selection of imaging data," "receiving, via said at least 
ojfce Wpb service, user input for incorporating the imaging data into a booklet," "building, via 
s; id atj least one Web service, a booklet incorporating imaging data received from said user 
it jut,"g and "printing, via said at least one Web service, the booklet on a Web-accessible 
p|inter|designated by the user," as recited and emphasized above in claim 14. 

Accordingly, with respect to the above teachings of Gottfreid, the claimed features of 
"i 3cei\|ng, via said at least one Web service , a user selection of imaging data," "receiving, 
v at least one Web service , user input for incorporating the imaging data into a 



oklej," or building, via said at l east one Web service , a booklet incoiporating imaging data 
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r ceiv id from said user input" are not taught or suggested by the cited art, since Gottfreid 
ache j that a remote computer 12 operated by a user^-which is remote from network severs 
host computer 14--performs one or more of the above features. As such, the remote 
c >mpi ter 12 is not a network or Web server and does not provide network or Web services. 
I tfhei , it appears to be a client machine of a user. For at least these reasons, Gottfreid does 
n )t ani icipate claim 14. 

Additionally, Gottfreid fails to teach or suggest "printing, via said at least one Web 
, the booklet on a Web-accessible printer designated by the user," as recited in the 
urn. I As described above, Gottfreid discloses that a user is unable to designate a network- 
a cessjble printer to be used in printing a booklet. Rather, the user activates a print option 
^ lich Activates software that facilitates print order to be prepared, where a loading station 52 
h ;er ditermine$ whether a sheet plant 52 or a web plant 53 is used to image the documents to 
prii ted. For at least this reason, Gottfreid fails to teach or suggest "printing, via said at 
h ist c ie Web service, the booklet on a Web-accessible printer designated by the user." 
A xorc ingly, Gottfreid does not anticipate claim 14 for at least this additional reason. 

Accordingly, claim 14 and claims 15-17 (which depend from claim 14) are allowable 
er G mfreid > for at least that reason- 
Regarding the Advisory Action, it iterates that "Gottfreid states that the liost computer 
typically provides central banker, verification, and order status functions, and may provide 
f< r debiting of the prepaid print card PPC) 10 or diskette 11.' These functions of the host 
ci mpu er 14 can be considered as 'services', therefore the host computer 14 can be considered 
a: a m twork service, as currently recited in the claim language." Advisory Action, page 2. 
F r the sake of argument, if the above statements are assumed to be accurate, Gottfreid still 
fz Is toj teach or suggest a Web service that provides user selection of imaging data, provides 
u er injmt, builds a booklet, and prints the booklet in a manner described in claim 1 . 
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The Advisory Action also states with regard to Gottfreid that "the user selects assorted 
dperij which are included in the print job, as seen in Fig. 4. This selection criteria is used to 
d asign ite which printing device is used to print the job (either a web printer or a sheet 
jjptet I Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
*woj k accessible printer designated by user input." Advisory Action, page 2, Applicant 
rfspecjfiilly submits that the use of selection criteria to designate a printing device by another 
ejjtity father than the user is not the same as a user designating a Web-accessible printer in a 
njjannejt" described in claim 14, 

For at least these reasons, the rejections should be withdrawn. 



d. 



Claims 18-21 



Applicant's independent claim 18 provides as follows (emphasis added): 
A method comprising: 

receiving, via at least one Web service, a user selection of imaging 
data thai is to be used to build a booklet) 

receiving, via said at least one Web service, user input for 
incorporating the imaging data into the booklet, 

receiving, via said at least one Web service, user input for 
designating a network device for printing the booklet; and 

building, via said at least one Web service, a booklet incorporating 
imaging data received from said user input 



Applicants respectfully submit that independent claim 18 is allowable for at least the 
r#son that Gottfreid does not disclose, teach, or suggest at least the feature of "receiving, via 
afllleasl one Web service, a user selection of imaging data that is to be used to build a 
bffloklei" "receiving, via said at least one Web service, user input for incorporating the 
irjjagin^ data into the booklet," "receiving, via said at least one Web service, user input for 
dfsignifting a network device for printing the booklet," or "building, via said at least one Web 
s#vice| a booklet incorporating imaging data received from said user input," as recited and 



ei lphaj ized above in claim 18. 
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Accordingly, with respect to the above teachings of Gottfreid, the claimed features of 
eceijdng, via at least one Web service , a user selection of imaging data that is to be used to 
fluid 1 booklet," "receiving, via said at least one Web service user input for incojporating the 
i lagii g data into the booklet," "receiving, via said at least one Web service, user input for 
c jszgn ating a network device for printing the booklet," or "building, via said at least one Web 
s rvic( , a booklet incorporating imaging data received from said user input" are not taught or 



u er. 



o 
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ed by the cited art, since Gottfreid teaches that a remote computer 12 operated by a 
er-\ rtiich is remote from network servers 54 and host computer 14-perfonns one or more 
the above features. As such, the remote computer 12 is not a network or Web server and 
d|es npt provide network or Web services. Rather, it appears to be a client machine of a 
7 or at least these reasons, Gottfreid does not anticipate claim 18. 

Accordingly, claim 18 and claims 19-21 (which depend from claim 18) are allowable 
er Gbttfreid, for at least that reason. 

Regarding the Advisory Action, it iterates that "Gottfreid states that the liost computer 
typifcally provides central banker, verification, and order status functions, and may provide 
r debiting of the prepaid print card PPC) 10 or diskette 11.* These functions of the host 
c^mpufer 14 can be considered as 'services', therefore the host computer 14 can be considered 
a| a network service, as currently recited in the claim language." Advisory Action, page 2. 



»r the 



fi Is to 



sake of argument, if the above statements are assumed to be accurate, Gottfreid still 
teach or suggest a Web service that provides user selection of imaging data, provides 



ui er in >ut for incorporating the imaging data, provides user input for designating a network 
djjvice, and builds a booklet in a manner described in claim 18. 

The Advisory Action also states with regard to Gottfreid that "the user selects assorted 
citeria which are included in the print job, as seen in Fig. 4. This selection criteria is used to 
d< signi te which printing device is used to print the job (either a web printer or a sheet 
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ijpitej). Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
k accessible printer designated by user input." Advisory Action, page 2. Applicant 



i ?two 

i :spec tfiilly submits that the use of selection criteria to designate a printing device by another 
#tity jther than the user is not the same as a user designating a network device in a manner 
cf;scrifled in claim 18. 

For at least these reasons, the rejections should be withdrawn. 



e. 



Claim 22 



Applicant's independent claim 22 provides as follows (emphasis added): 

One or more computer-readable media having stored thereon 
computer-readable instructions which, when executed by one or more 
processors, cause the processors to: 

receive, via at least one Web service, a user selection of imaging data 
that is to be used to build a booklet; 

receive, via said at least one Web service, user input for 
incorporating the imaging data into the booklet; 

receiving, via said at least one Web service, user input for 
designating a network device for printing the booklet; and 

build, via said at least one Web service, a booklet incorporating 
imaging data received from said user input 



IAp 



Applicants respectfully submit that independent claim 22 is allowable for at least the 
r< isonlthat Gottfreid does not disclose, teach, or suggest at least the feature to "receive, via at 
ldfest o] le Web service, a user selection of imaging data that is to be used to build a booklet," 
"1 sceiv 3, via said at least one Web service, user input for incorporating the imaging data into 



3 bo >klet," "receiving, via said at least one Web service, user input for designating a 



nffltwor c device for printing the booklet," or "build, via said at least one Web service, a 
bi oklel incorporating imaging data received from said user input," as recited and emphasized 
ajove In claim 22. 

^Accordingly, with respect to the above teachings of Gottfreid^ the claimed features to 
*ceiv via at least one Web service , a user selection of imaging data that is to be used to 
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fc iild \ booklets "receive, via said at l east one Web service , user input for incorporating the 
i lagjt g data into the booklet," "receiving, via said at least one Web service, user input for 
jsignLting a network device for printing the booklet," or "build, via said at least one Web 



s 



, a booklet incorporating imaging data received from said user input," are not taught or 
gges ;ed by the cited art, since Gottfreid teaches that a remote computer 12 operated by a 
er-\ 'hich is remote from network servers 54 and host computer 14-performs one or more 
the ibove features. As such, the remote computer 12 is not a network or Web server and 
d|es n >t provide network or Web services. Rather, it appears to be a client machine of a 
pr at least these reasons, Gottfreid does not anticipate claim 22. 
Regarding the Advisory Action, it iterates that "Gottfreid states that the 'host computer 
typifcally provides central banker, verification, and order status functions; and may provide 



f( r del iting of the prepaid print card PPC) 10 or diskette 11/ These functions of the host 
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a mpu 



a m twork service, as currently recited in the claim language/' Advisory Action, page 2. 



er 14 can be considered as 'services', therefore the host computer 14 can be considered 



Fftr thj sake of argument, if the above statements are assumed to be accurate, Gottfreid still 
fif Is td teach or suggest a Web service that provides a user selection of imaging data, 
p|bvid|s user input for incorporating the imaging data, provides user input for designating a 
nftwor c device, and builds a booklet in a manner described in claim 22. 

The Advisory Action also states with regard to Gottfreid that "the user selects assorted 
cijteri^ which are included in the print job, as seen in Fig. 4. This selection criteria is used to 
d F isn T te which P^ting device is used to print the job (either a web printer or a sheet 
pf nterj. Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
network accessible printer designated by user input." Advisory Action, page 2. Applicant 
rdjbect Wily submits that the use of selection criteria to designate a printing device by another 
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tity bther than the user is not the same as a user designating a network device in a manner 
#scri|ed in claim 22. 

For at least these reasons, the rejections should be withdrawn. 
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Claims 23-24 



Applicant's independent claim 23 provides as follows (emphasis added): 

A booklet-making method comprising: 

browsing to a Web-acces$ible booklet-making service; 

specifying to said Web-accessible booklet-making service imaging 

data that is to be used to make a booklet and how that imaging data is to be 

used; 

constructing, via said Web-accessible booklet-making service, a 
booklet incorporating the imaging data; and 

forwarding, from said Web-accessible booklet-making service, the 
booklet to a network printer designated by a user. 



Applicants respectfully submit that independent claim 23 is allowable for at least the 
ison jthat Gottfreid does not disclose, teach, or suggest at least the feature of "browsing to a 
eb-aj:cessible booklet-making service," "specifying to said Web-accessible booklet-making 
imaging data that is to be used to make a booklet and how that imaging data is to be 
"constructing, via said Web-accessible booklet-making service, a booklet 
iijjfcoipArating the imaging data," or "forwarding, from said Web-accessible booklet-making 
s< rvice , the booklet to a network printer designated by a user," as recited and emphasized 
aflove|n claim 23. 

With respect to the above teachings of Gottfreid, the claimed features of "browsing to 
WeH-accessible booklet-making service," "specifying to said Web-accessible booklet- 



} eb- 
< rvic 



icq 
u|ed," 



tt ikini service imaging data that is to be used to make a booklet and how that imaging data 
id to be used," "constructing, via said Web-accessible booklet-making service, a booklet 



ir 



;orpc rating the imaging data," or "forwarding, from said Web-accessible booldet-making 



i -Vi 



ce 



the booklet to a network printer designated by a user," are not taught or suggested by 
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15 



;two 



ie cil 2d art, since Gottfreid teaches that a remote computer 12 operated by a user, which is 
tj mot* from network servers 54 and host computer 14, performs one or more of the above 
f aturk As such, the remote computer 12 is not a network server and does not provide 



usee 



k or web services. Rather, it appears to be a client machine of a user. For at least 
ese reasons, Gottfreid does not anticipate claim 23. 

Accordingly, claim 23 and claim 24 (which depends fiom claim 23) are allowable over 
<^pttfr\id, for at least that reason. 

Regarding the Advisory Action, it states with regard to Gottfreid that "the user selects 
ajjjsort^d criteria which are included in the print job, as seen in' Fig. 4. This selection criteria 
to designate which printing device is used to print the job (either a web printer or a 
eet i rinter). Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
n twoi c accessible printer designated by user input." Advisory Action, page 2. Applicant 
re ?pec1 fully submits that the use of selection criteria to designate a printing device by another 
e: tity < >ther than the user is not the same as a user designating a network printer in a manner 
scribed in claim 23. 

For at least these reasons, the rejections should be withdrawn. 

g. Claims 25-27 

Applicant's independent claim 25 provides as follows (emphasis added): 
A web service comprising: 

means, operably associated with the Web, for enabling a user to 
specify one or more Web-accessible documents for use in building a 
booklet; 

means, operably associated with the Web, for enabling the user to 
specify one or more pages from the one or more documents and where said 
one or more pages will reside in the booklet; 

means, operably associated with the Web, for enabling the user to 
designate a network printer for printing the booklet; and 

means, Operably associated with the Web, for building the booklet. 
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Applicants respectfully submit that independent claim 25 is allowable for at least the 
asotj that Gottfreid does not di$close, teach, or suggest at least the feature of "means, 
|pera|ly associated with the Web, for enabling a user to specify one or more Web-acce$sible 
c Dcuijents for use in building a booklet; means, operably associated with die Web, for 
< labli ig the user to specify one or more pages from the one or more documents and where 
s lid o *e or more pages will reside in the booklet; means, operably associated with the Web, 
i >r en abling the user to designate a network printer for printing the booklet; and means, 
c >erat ly associated with the Web, for building the booklet/' as recited and emphasized above 
claijn 25. 

With respect to the above teachings of Gottfreid, the claimed features of "means, 
c >eral|ly associated with the Web, for enabling a user to specify one or more Web- accessible 
c >cuno ents for use in building a booklet; means, operably associated with the Web, for 
e Lablu L g the user to specify one or more pages from the one or more documents and where 
s id o: k e or more pages will reside in the booklet; means, operably associated with the Web, 
* r en ibling the user to designate a network printer for printing the booklet; and means, 
o >erab y associated with the Web, for building the booklet," are not taught or suggested by 
tl e cit< \d art, since Gottfreid teaches that a remote computer 12 operated by a user, which is 
r< [note from network servers 54 and host computer 14, performs one or more of the above 
itures. As such, the remote computer 12 is not a network server and does not provide 
n|twoi c or web services. Rather, it appears to be a client machine of a user. For at least 
tl ^se r|asons, Gottfreid does not anticipate claim 25. 

Accordingly, claim 25 and claim 26-27 (which depend from claim 25) are allowable 
o|}er Gbttfreid, for at least that reason. 

Regarding the Advisory Action, it states with regard to Gottfreid that "the user selects 
sorte 1 criteria which are included in the print job, as seen in Fig. 4. This selection criteria 
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use j to designate which printing device is used to print the job (either a web printer or a 
teet |rinter). Therefore, Gottfreid can be interpreted as teaching of printing the booklet on a 
k accessible printer designated by user input." Advisory Action, page 2. Applicant 
r spec fully submits that the use of selection criteria to designate a printing device by another 
ejrtity ither than the user is not the same as a user designating a network printer in a manner 
scrifed in claim 25. 

For at least these reasons, the rejections should be withdrawn. 



3. Summary 

Due to the shortcomings of the Gottfreid reference described in the foregoing, Applicant 
r*pec|ully assert$ that Gottfreid does not anticipate Applicant's claims. Therefore, Applicant 
r^peclpUy requests that the rejection of these claims be withdrawn. 

VIII. Conclusion 

In summary, it is Applicant's position that Applicant's claims are patentable over the 
a pliec cited art references and that the rejection of these claims should be withdrawn. 
A jpell art therefore respectfully requests that the BoaTd of Appeals overturn the Examiner's 
r< ectk n and allow Applicant's pending claims. 

Respectfully submitted, 

By: 

Charles W. 

Registration No. 47,283 
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Claims Appendix u nder 37 CRR S 41.37(cML)fviii) 
The following are the claims that axe involved in this Appeal. 

1 . A method comprising: 

receiving, via at least one network service, imaging data that is to be included in a 
)okl^t; 

receiving, via said at least one network service, user input for incorporating the 
i|iagir|g data into the booklet; 

building, via said at least one network service, a booklet incorporating imaging data in 
a|cordfmce with said user input; and 

printing the booklet on a network-accessible printer designated by user input. 

2. The method of claim 1 further comprising prior to receiving said imaging data, 
c|usin|, via at least one network service, a user interface to be presented on a client device, 
tl e use r interface being configured to enable a user to select imaging data for use in making a 
b >okle and wherein said receiving imaging data comprises receiving user selection of said 
ii tagin g data. 

3. The method of claim 2, wherein said receiving user selection comprises receiving 
usfor selection of multiple documents for use in building said booklet. 
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4. The method of claim 2, wherein said receiving user selection comprises receiving 
ifer ^election of multiple documents for use in building said booklet, said multiple 
dlbcuirjents being retrievable from a user-associated, network-accessible personal imaging 
r posijory and further comprising prior to said building, retrieving, via said at least one 



rtwo: 



5. The method of claim 2, wherein said acts of causing, receiving user selection, and 
r|ceiv|ng user input are respectively performed by multiple network services. 



THOMAS, KAYDEN 



PAGE 



leas 



leas 



k service, said multiple documents from the personal imaging repository. 



6. The method of claim 1, wherein said at least one network service is implemented, 
in part, by at least one printer. 

7, The method of claim l y wherein said at least one network service is implemented^ 
in part, by at least one proxy server that serves as a proxy for at least one printer. 



8. The method of claim 1 further comprising saving the booklet, via said at least one 
ii; two^ service, in a personal imaging repository associated with the user. 

!9. (Canceled) 
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10. One or more computer-readable media having stored thereon computer-readable 
strudtions which, when executed by one or more processors, cause the processors to: 

send content to a client device for execution by a client browser, said content enabling 
e climt device to; 

display a user interface that is configured to enable a user to select imaging data for 
iflte in ((milding a booklet; 

provide, over a network, a user selection of imaging data for use in building the 
t|>okl4; 

provide, over the network, user input for incorporating the imaging data into the 
b^okl^; and 

provide, over the network, user input for designating a network location for printing 
tie bo jklet. 

11. One or more computer-readable media as recited in claim 10, wherein the 
iljjstruc ions further cause the one or more processors to save, via the network, a booklet that 

s be< n built based on the user's input. 



ii struc 



o 



12. One or more computer-readable media a& recited in claim 10, wherein the 
ions further cause the one or more processors to print, via the network, the booklet on 



e or nore network accessible printers. 



13. One or more computeT-readable media as recited in claim 10, wherein the 
iflfctruc ions further cause the one or more processors to provide said user selection and said 
uflsr mjbut over a network comprising the Internet. 
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14. A method comprising: 

causing, via at least one Web service, a user interface to be presented on a client 
0^-1^4 the user interface being configured to enable a user to select imaging data for use in 
E|akift| a booklet; 

receiving, via said at least one Web service, a user selection of imaging data; 
receiving, via said at least one Web service, user input for incorporating the imaging 
<^|ta irfyo a booklet; 

building, via said at least one Web service, a booklet incorporating imaging data 
r|ceiv|d from said user input; and 

printing, via said at least one Web service, the booklet on a Web-accessible printer 
sign|tted by the user. 

15. The method of claim 14 further comprising saving the booklet, via said at least 
olfee Wfeb service, in a Web-accessible location. 



16. The method of claim 14 wherein said at least one Web service is implemented, at 
st ir| part, by at least one printer. 

17. The method of claim 14 wherein said at least one network service is implemented, 
leasf in part, by at least one proxy server that serves as a proxy for at least one printer. 
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18. A method comprising: 

receiving, via at least one Web service, a user selection of imaging data that is 
to |>e used to build a booklet; 

receiving, via said at least one Web service, user input for incorporating the 
imaging data into the booklet; 

receiving, via said at least one Web service, user input for designating a 
network device for printing the booklet; and 

building, via said at least one Web service, a booklet incorporating imaging 
da|a received from said user input. 

19. The method of claim 18 further comprising providing the user, via said at 
leafet one Web service, options to print the booklet on at least one Web-accessible 
pripter and saving the booklet in a Web-accessible location. 

20. The method of claim 18, wherein said at least one Web service is 
implemented, at least in part, by a Web-accessible printer. 

21. The method of claim 18, wherein said at least one Web service is 
implemented, at least in part, by at least one proxy server that serves as a proxy for at 
lea one printer. 
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readable inst 
pre cessors to 



22. One or more computer-readable media having stored thereon computer- 
instructions which, when executed by one or more processors, cause the 



to 



an 



We b 



receive, via at least one Web service, a user selection of imaging data that is to 
bejjused to build a booklet; 

receive, via said at least one Web service, user input for incorporating the 
imaging data into the booklet; 

receiving, via said at least one Web service, user input for designating a 
network device for printing the booklet; and 

build, via said at least one Web service, a booklet incorporating imaging data 
received from said user input. 

23. A booklet-making method comprising: 
browsing to a Web-accessible booklet-making service; 

specifying to said Web-accessible booklet-making service imaging data that is 
1 >e used to make a booklet and how that imaging data is to be used; 

constructing, via said Web-accessible booklet-making service, a booklet 
incorporating the imaging data; and 

forwarding, from said Web-acces$ible booklet-making service, the booklet to 
twork printer designated by a user. 



24. The method of claim 23 further comprising printing the booklet via the 
-accessible booklet-making service. 
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25. A web service comprising: 

means, operably associated with the Web, for enabling a user to specify one or 
mcjre Web-accessible documents for use in building a booklet; 

means, operably associated with the Web 3 for enabling the user to specify one 
or foiore pages from the one or more documents and where said one or more pages 
wi jl reside in the booklet; 

means, operably associated with the Web, for enabling the user to designate a 
network printer for printing the booklet; and 

means, operably associated with the Web, for building the booklet. 

26. The web service of claim 25 further comprising means for printing the 
bolklet 

27. The web service of claim 25 further comprising means for saving the 
booklet in a personal imaging repository associated with the user. 

28. The method of claim 1 further comprising prompting a user to choose a 
netlvork-accessible printer for printing the booklet from a plurality of available 
net vork-accessible printers. 
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Evidence Appendix under 37 C.F.R. S 41>37(c)(n(ix) 

There is no extrinsic evidence to be considered in this Appeal. Therefore, no 
evidence is presented in this Appendix. 
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Related Procee dings Appendix under 37 C.F.R. S 41.37(c)fflftrt 
There are no related proceedings to be considered in this Appeal. Therefore, 
no feuch proceedings are identified in this Appendix. 
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